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Remarks 

Claims 13-18 and 21-28 are pending. Claims 13-18 and 21-28 are rejected. Claims 1-12 
and 19-20 are canceled. 

Amendment to the Specification 

Claims 13, 17, 26 and 31-32 are amended with merely clarifying amendments. Support 
for these clarifying amendments may be found throughout the specification, for example, on 
page 4, lines 6-9 ("In the event that an exact cache marker match to the recall marker is not 
available, the device may instead substitute a stored commercial from the same advertiser and 
preferably from the same product classification, assuring that the service provider's 
commitment for advertising airtime is met"). 

Claims 21-23 are canceled without prejudice or disclaimer. 

No new matter is added. 

Interview Summary 

A telephone interview was held on January 26, 2010 between Jason Thomas, Andrew 
Koenig and Ricardo Ochoa. During the Interview the invention with respect to matching a 
sponsor identifier, was discussed. Potential claim amendments to claims 31 and 32 were 
discussed. The Flickinger, Morrison and Tanaka references were also discussed. 

No agreement was reached. 

Claim Rejection - 35 U.S.C. 101 

The Examiner has rejected claim 32 under 35 U.S.C. 101 as not falling within a statutory 
category of invention. The Applicants assert that claim 32, as presently presented, overcomes 
this rejection and respectfully request the Examiner withdraw the rejection under 35 U.S.C. 
101. 

Claim Rejection - 35 U.S.C. 112 

The Examiner has rejected claim 31 under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The Applicants assert that claim 31, as 
presently presented, overcomes this rejection and respectfully request the Examiner withdraw 
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the rejection under 35 U.S.C. 101. 

Claim Rejection - 35 U.S.C. 103(a) 

The Examiner has rejected claims 13, 16, 21-25 and 29-32 as being unpatentable under 35 
U.S.C. 103(a) over Flickinger et al. (U.S. Patent Application Publication No. 2002/0083441 
Al), herein Flickinger, in view of Morrison (U.S. Patent No. 5,815,671), herein Morrison, 
and Tanaka et al. (US Patent No. 7,146,631), herein Tanaka; claim 31 as being unpatentable 
under 35 U.S.C. 103(a) over Flickinger in view of Morrison, Tanaka and Lowthert et al. (U.S. 
Patent Application Publication No. 2002/0100043), hereinafter Lowthert; claims 14 and 15 as 
being unpatentable under 35 U.S.C. 103(a) over Flickinger in view of Morrison, Tanaka and 
Picco et al. (U.S. Patent No. 6,029,045), herein Picco; claims 17 and 26 as being unpatentable 
under 35 U.S.C. 103(a) over Flickinger in view of Morrison, Tanaka and Liga et al. (U.S. 
Patent Application Publication No. 2003/0154128 Al), herein Liga; claims 18 and 27 as 
being unpatentable under 35 U.S.C. 103(a) over Flickinger in view of Morrison, Tanaka and 
Pudar et al. (U.S. Patent Application Publication No. 2002/0184091 Al), herein Pudar; and 
claim 28 as being unpatentable under 35 U.S.C. 103(a) over Flickinger in view of Morrison, 
Tanaka, Pudar and Picco. The Applicants include the following comments to clearly 
distinguish the claimed invention over the art cited by the Examiner, and respectfully request 
a favorable reconsideration of claims 13-18 and 21-32. 

These rejections are respectfully disagreed with, and are traversed below. 

It is well established law that in order for an obviousness rejection to be proper, the Patent 
Office must meet the burden of establishing a prima facie case for obviousness. Thus, as 
interpreted by the Courts, the Patent Office must meet the burden of establishing that all 
elements of the invention are disclosed in the prior art and that in accordance with In re Lee, 
the prior art must contain a suggestion, teaching, or motivation for one of ordinary skill in the 
art to modify a reference or combine references; and that the proposed modification must 
have had a reasonable expectation of success, determined from the vantage point of the 
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skilled artisan at the time the invention was made. 1 



Regarding claim 13, which recites: 

"A method for time-shifting at least one of a plurality of received cohesive 
signal sets, comprising: 

receiving a first cohesive signal set having a first cohesive signal set size, 
the first cohesive signal set comprising a cache marker at a first time and the 
first cohesive signal set is associated with an advertiser; 

based on the presence of the cache marker, automatically storing said first 
cohesive signal set in a computer readable storage medium; 

receiving a second cohesive signal set comprising a recall marker at a 
second time, the recall marker having a recall marker size; 

in response to a user request for the second cohesive signal set, 
determining whether an exact cache marker match to the recall marker is 
available; 

in response to determining that an exact cache marker match to the recall 
marker is not available, determining whether an advertiser associated with the 
recall marker is the advertiser associated with the first cohesive signal; and 

in response to determining that the advertiser associated with the recall 
marker is the advertiser associated with the first cohesive signal, outputting 
the requested second cohesive signal set and the first cohesive signal set in a 
timed relation relative to one another that differs from a timed relation in 
which they were received, 

wherein the output timed relation is determined by the recall marker, 

where the first cohesive signal set is intermixed with the second cohesive 
signal set, and 

where the recall marker size is significantly less than the first cohesive 
signal set size" (emphasis added). 

The Examiner asserts Flickinger teaches: 

"in response to a user request for the second cohesive signal set, 
outputting the requested second cohesive signal set and the first cohesive 
signal set in a timed relation relative to one another that differs from a timed 
relation in which they were received, wherein the output timed relation is 
determined by the recall marker (see [fig. 9], [34], [42], [66] where the 
device can also operate as a personal video recorder to playback programming 
and ad material in a time shifted manner as requested by the user), Flickering 
does not explicitly teach matching the recall marker to the cache marker of the 
first cohesive signal set" (emphasis added). 

Consider the disclosure of Flickinger: 



1 In Re Fine, 5 U.S.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 
1970); Agmen v. Chugai Pharmaceuticals Co., 927 U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 1996); In Re Sang Su 
Lee, 277 F.3d 1338, 61 U.S.P.Q.2d 1430 (Fed. Cir. 2002). 
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"ads are no longer linked to any particular ad spot in any particular 
program. In accordance with the invention, a virtual roadblock can be set up 
whereby the subscriber will receive the designated ads in the designated order 
as avails occur in whatever programming he or she is viewing, regardless 
of the channel, program or time of day . In this manner, advertisers can 
more specifically reach their target audience while also being given a much 
higher level of confidence that their ads have actually been viewed by their 
target audience" (paragraph [0045], emphasis added). 

As disclosed, ads in Flickinger are shown "regardless of the channel, program or time of 
day" and are "no longer linked to any particular ad spot". Clearly, Flickinger does not teach 
or disclose "determining whether an advertiser associated with the recall marker is the 
advertiser associated with the first cohesive signal" "in response to determining that an exact 
cache marker match to the recall marker is not available" as in claim 13. 

Neither Morrison nor Tanaka are not suggested as teaching "determining whether an 
advertiser associated with the recall marker is the advertiser associated with the first cohesive 
signal" "in response to determining that an exact cache marker match to the recall marker is 
not available" as in claim 13. 

As neither Flickinger, Morrison nor Tanaka disclose or suggest "determining whether an 
advertiser associated with the recall marker is the advertiser associated with the first cohesive 
signal" "in response to determining that an exact cache marker match to the recall marker is 
not available" as in claim 13, the combination of Flickinger, Morrison and Tanaka (which the 
Applicants do not assert there is a motivation to so combine or that such a combination is 
feasible), herein Flickinger-Morrison-Tanaka, also does not disclose or suggest these 
elements of claim 13. As Flickinger-Morrison-Tanaka does not disclose or suggest all 
elements of claim 13, claim 13 is not made obvious by Flickinger-Morrison-Tanaka. For at 
least this reason, claim 1 3 is in condition for allowance. 

As claims 21 and 32 recite similar language to that discussed above with reference to 
claim 13, claims 21 and 32 are likewise in condition for allowance. As claims 16, 22-25, 29- 
30 and 32 depend upon claims 13, 21 and 32, they are likewise in condition for allowance. 
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As seen above, Flickinger-Morrison-Tanaka does not disclose or suggest claims 13, 21 
and 32. As claims 13, 21 and 32 are allowable over Flickinger-Morrison-Tanaka then all 
claims that depend from claims 13, 21 and 32 should also be allowable over Flickinger- 
Morrison-Tanaka, whether considered alone or in combination with other art cited as applied 
by the Examiner. Further, the addition of the disclosures of Picco, Liga and and/or Pudar to 
Flickinger-Morrison-Tanaka (without admitting that such combinations are suggested or 
technically feasible), would not cure the deficiencies in the disclosure of Flickinger- 
Morrison-Tanaka. For at least this reason, claims 14-15, 17-18, 26-28 and 31 are in condition 
for allowance. 

In light of the discussion above, the Applicants respectfully assert that a prima facie case 
for obviousness was not presented as required by the court in In re Lee. As such, the 
Applicants respectfully request that the Examiner reconsider and withdraw these rejections to 
claims 13-18 and 21-32. 

For the foregoing reasons, the Applicants believe that each and every issue raised by the 
Examiner has been adequately addressed and that this application is in a condition for 
allowance. As such, early and favorable action is respectfully solicited. 

Respectfully submitted: 
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